The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 8. dains 21 through 24, the
only other clainms remaining in the application, have been
wi t hdrawn from further consideration as being directed to a
non-el ected invention. Cains 9 through 20 have been

cancel ed.
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Appel lant's invention relates to a nethod for nodifying
hydraulic circuitry of an autonotive transm ssion
(specifically a Hydramati c 4L80E General Mdtors transm ssion)
so as to enable a user to select first gear at any tineg,

t hereby enabling the driver to obtain a "first" gear ratio
whenever the gear selector lever is placed in the "1" position
w thout regard to the actual vehicle speed or engine
rotational speed. |Independent claiml is representative of
the subject matter on appeal and a copy of that claimcan be

found in the Appendix to appellant's brief.

The sole prior art reference relied upon by the exam ner
in rejecting the appealed clains is:
Bouda 4,858, 498 Aug.

22, 1989

Clainms 1 through 6 and 8 stand rejected under 35 U.S. C

8§ 102(b) as being anticipated by Bouda.?

'In the advisory action nmail ed Septenber 3, 1999 (Paper
No. 6), the exam ner has withdrawn the rejection of claim?7
under
35 U.S.C. 8 102(b) based on Bouda and al so the rejection of
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As stated in the final rejection (Paper No. 3, mailed
July 16, 1999) and the advisory action (Paper No. 6), clainms 1
t hrough 8 al so stand rejected under the judicially created
doctrine of obviousness-type doubl e patenting as being
unpat ent abl e over the clains of several different prior U S
patents. See pages 6 through 8 of the final rejection for the

details.?

Rat her than attenpt to reiterate the examner's ful
commentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appel |l ant
regarding the rejections, we nake reference to the final
rejection (Paper No. 3) and the exam ner's answer (Paper No.
9, nmuil ed Decenber 30, 1999) for the reasoning in support of

the rejections, and to appellant's brief (Paper No. 8, filed

claims 1 through 8 under 35 U.S.C. § 112, second paragraph.

2 Wi le the exam ner has not expressly repeated each of
these rejections in the examner's answer (Paper No. 9), it is
clear froma review of the final rejection, appellant's brief
(Paper No. 8) and the totality of the exam ner's answer that
t he doubl e patenting rejections based on the judicially
created doctrine of obviousness-type double patenting are
still valid rejections and, given appellant's Notice of
Appeal , are before us in this appeal.
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Novenber 22, 1999) and reply brief (Paper No. 10, filed

January 27, 2000) for the argunents thereagainst.

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and cl ai ns,
to the applied prior art reference, and to the respective
positions articul ated by appellant and the examner.® As a
consequence of our review, we have made the determ nations

whi ch foll ow.

Looking at pages 3, 4 and 6 of the brief, we note that

appel l ant has indicated with regard to the rejections based on

3 The record indicates that appellant filed new draw ngs
(Figs. 1A-1D) on August 9, 1999 as an attachnent to Paper No.
4. However, no such drawings are to be found in the file.
Appel I ant and the exam ner should resolve this problemduring
any further prosecution of the application. As a further
point, we note that the exam ner (in Paper No. 6) indicates
that the new draw ngs were not approved, however, the exam ner
approved anendnents to the specification contained in Paper
No. 4 which specifically relate to new drawi ng Fi gures 1A-1D
thus creating an inconsistency between the specification and
the single drawing figure originally filed with the
appl i cation.
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obvi ousness-type double patenting that a term nal disclainer
will be filed to obviate these rejections upon final

di sposition of the instant appeal. G ven that no such

term nal disclaimer has as of yet been filed by appellant and
no argunent nmade with respect to these grounds of rejection,
and the fact that appellant has indicated that he "does not
contest the obviousness-type double patenting rejections

rai sed against clainms 1-8 in the final action,”™ we sunmarily
sustain the examner's rejections of clains 1 through 8 based

on obvi ousness-type doubl e patenting.

Regardi ng the examner's rejection of clains 1 through 6
and 8 under 35 U.S.C. 8§ 102(b) based on the Bouda patent, we
note that claim1l on appeal sets forth a nmethod for nodifying
hydraulic circuitry of an autonotive transm ssion conprising
the step of

providing a fluid flow path from said manual val ve
to a predetermned end of said "1 - 2" shift valve
for applying a fluid pressure to said predeterm ned
end of said "1 - 2" shift valve sufficient to
maintain said "1 - 2" shift valve in a downshifted
position whenever said gear selector is in a first
gear position without regard to the actual speed of
a vehicle in which said transm ssion is installed.
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Claim3 adds the limtation that the hydraulic circuitry
i ncl udes neans for urging the 1-2 shift valve into an
upshifted position, and that the nmethod incl udes

applying said fluid pressure to said predeterm ned

end of said 1 - 2 shift valve sufficient to overcone

said neans for urging said 1 - 2 shift valve into

said upshifted position to maintain said 1 - 2 shift

val ve in said downshifted position when said gear

selector is in said first gear position.

In the exam ner's view (final rejection, page 5), Bouda
di scl oses an autonotive transm ssion that includes a nmanual
val ve (61) coupled to a gear selector and operatively
associated wth a 1-2 shift valve (63), "wherein a fluid flow
pat h/ passageway (102, 102a) is provided fromthe manual val ve
to a predetermned end (i.e., right-hand end in the draw ngs)
of the 1-2 shift valve for applying a fluid pressure thereto
sufficient to maintain . . . the 1-2 shift valve in a
downshi fted position (i.e., "1st FIX') without regard to
vehi cl e speed when the gear selector is in a first gear
position (1-range)."” As for the neans for urging the 1-2
shift valve into an upshifted position as set forth in claim
3, the exam ner indicates that when the gear sel ector of Bouda

isin the first gear position "the fluid pressure overcones a
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spring (no reference nuneral) which is provided at an end of
the 1-2 shift val ve opposite the predeterm ned end for urging

the 1-2 shift valve into an upshifted position."

Having carefully reviewed the disclosure of the Bouda
patent and appellant's argunents in the brief and reply brief,
we nust agree with appellant that the Bouda patent does not
anticipate the nmethod as set forth in clains 1 through 8 on
appeal. More particularly, we observe that the factual
findings made by the exam ner (as noted above) relative to the
operation of the 1-2 shift valve of the transm ssion in the
Bouda patent are incorrect. In discussing the "HYDRAULIC
CONTROL CIRCU T" in colums 3 and 4, the Bouda patent makes
clear that port (a) of select valve (61) is communicated with
the pressure line (101) fromthe punp (50) when the gear
selector lever is in the "1" position and that port (a) is
further connected to the Iine (111) which is branched at an
end portion thereof into a first pilot line (102), a second
pilot line (103) and a third pilot Iine (104). The Bouda

patent goes on to indicate that
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[t]he ine 102 is provided with a 1-2 shift sol enoid
val ve 51 for controlling the operation of a 1-2
shift valve 63 and a flow restriction 86. The |ine
103 is provided with a 2-3 shift sol enoid val ve 52
for controlling the operation of a 2-3 shift valve
64 and a flow restriction 87. The line 104 is
provided with a 3-4 shift solenoid valve 53 for
controlling the operation of 3-4 valve 65 and a fl ow
restriction 88. The solenoid valves 51, 52 and 53
function to close drain lines 105, 106 and 107 for
the lines 102, 103 and 104, respectively, when
energi zed to produce pilot pressures in the
respective lines 102, 103, and 104. The pressures
in the lines 102, 103 and 104 function to nove the
shift valves 63, 64 and 65 fromright positions to
left positions to effect shift operations.

Conparing the above-noted disclosure of the Bouda patent
with the factual findings nade by the exam ner reveal s that
Bouda does not disclose or teach a fluid fl ow pat h/ passageway
(111, 102, 102a) fromthe manual valve (select valve 61) to a
predeterm ned end (i.e., right-hand end in the draw ngs) of
the 1-2 shift valve (63) "for applying a fluid pressure
thereto sufficient to maintain . . . the 1-2 shift valve in a
downshi fted position (i.e., "1st FIX') without regard to
vehi cl e speed when the gear selector is in a first gear

position (1-range),"” as urged by the examiner. To the

contrary, it is clear fromthe disclosure noted above in the
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Bouda patent that the 1-2 shift valve (63) is maintained in a

downshi fted position (1st gear) when there is little or no

fluid pressure being applied to line (102a) or to the right-
hand end of the valve as seen in Figure 1B (i.e., when the

sol enoid valve 51 is deenergized and the fluid exits at drain
line 105). When the solenoid valve (51) is energized it
closes drain |ine (105) and produces pilot pressure in the
line (102, 102a) to nove the shift valve (63) fromits right
position to its left position to thereby effect shift
operations (i.e., to allow an upshift of the transm ssion from
1st gear to 2nd gear). In this regard, the nethod as

di sclosed in Bouda is conpletely different than that set forth

in appellant's claim21 on appeal.

As for the neans for urging the 1-2 shift valve into an
upshifted position as set forth in appellant's claim3 and the
met hod step therein, we again note that the operation of the
transm ssion in Bouda regarding the 1-2 shift valve is
entirely different than that required in appellant's claim3
on appeal . See pages 3-5 of appellant's reply brief for the

detailed reasoning. For simlar reasons, we also agree with
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appellant's position (reply brief, pages 5-9) regarding

dependent clains 5, 6 and 8 on appeal .

In view of the foregoing, the exam ner's rejection of
claims 1 through 6 and 8 under 35 U.S.C. § 102(b) will not be

sust ai ned.

To summarize: the examner's decision rejecting clains 1
through 6 and 8 of the present application under 35 U.S. C
8§ 102(b) is reversed; however, the decision to reject clains 1
through 8 under the judicially created doctrine of
obvi ousness-type double patenting is affirmed. Since at |east
one rejection of each of the clains on appeal has been

affirnmed, the decision of the exam ner is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED
| RW N CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
LAVWRENCE J. STAAB )
Adm ni strative Patent Judge )
CEF/ LBG
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